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In re Application of 
Roger Castonguay, et al 
Application No. 09/275,066 
Filed: March 23, 1999 
Attorney Docket No. 41PR-7566 



DECISION ON PETITION UNDER 
37CFR 1.183 SEEKING WAIVER 
OF REQUIREMENTS UNDER 37 CFR 
1.9S 



This is a response to a May 31. 2000 Petition Under 37 CFR l-}«3, raqueito g relief floor the 
«Lt requirements for Information Disclosure Statements under 37 CFR 1 .98 in view of the 
need to file multiple applications relating to different aspects of a particular mvention. The 
petition under 37CTR 1 . 1 83, is requesting relief from the § 1^98 provision which t£™> 
paper copies of U.S. patent references in each of many related applications where the U.S. patents 
are being cited by Petitioner. 

The petition under 37 CFR 1.183 re the submission of 3 paper copies of U.S. patent IDS citations 
is Granted to the extent set forth below. 

The Decision is set forth in four parts: 

Part I. Background 
- . Part II. Petition Under 37 CFR 1.183 - Paper Copies 

Part m. Summary 

Part IV. Further Correspondence 

Part 1 Background 

The instant application filed under 35 U.S.C. 11 1 is one of about 90 U.S. applications (either filed 
or to be filed) relating to different aspects of an invention. An Infonnanon Disclosure Citauon 
List has been submitted that lists 170 U.S. patents and 51 foreign patent documents for a total of 
22 1 citations. Additionally, a list of related cases has been supplied containing 64 U. S . 
appUcations (Appendix I of the petition). Almost all the applications that have been classified 
Sve been classified in one particular art unit. Copies of all foreign references have been 
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submitted in each of the filed applications (petition, page 1, l.b.). 

Petitioner's recitation to "U.S. references" has been interpreted to mean U_S. patents ^P*** 
references) as opposed to including U.S. originated journal articles. 37 CFR 1.56(b)(1) requires 
di c tare to the Office of information that "establishes, by itself or in combination with other 
tSLL. a Prima facie case of unpatentability of a claim... » Sudi . disclosure can by 
an Information Disclosure Statement (IDS) in the manner prescribed by 37 CFR 1 .97 and 1 .98. 
37 CFR 1.56(a). 

Rather than be required to submit, via a paper copy, each U.S. patent (petition, bridge of pages 2, 
3) in each application, Petitioner seeks to have: 

(1) Three complete sets of paper copies of each IDS citation submitted; 

(2) One application (the instant application) identified as a "holding" application which 
would contain one complete set of paper copies of references; the paper copies of U.S. 
patents to be submitted in only the "holding" application; 

(3) The other related pending U.S. applications, hereafter referred to as the ; "bulk filing" 
applications, be exempt from containing the paper set of US. patents; the bulk . filing 
applications will contain other information, e.g., a copy of the decision on petit on 
permitting such procedure, a copy of the Form 1449 (or equivalent), and a cop .of each 
foreign reference (no U.S. literature references are currently identified but it is assumed 
that U.S. literature references would be treated similar to foreign references). 

The paper references are to be submitted as a numbered compendium, which numbering will 
correspond to the numbering in a PTO-1449 form 

The petitionees not mention how the information supplied via the compendium would be 
updated even though the Technology Center believes that it is intended to be updated. 

p*rf tt Petition Under n CFR 1.183 - Paper Cosies 

* 

37 CFR 1 98 requires that any information disclosure statement provide a copy of 'all patents 
Rations or other information submitted under 37 CFR 1.97 ^.^^J^ 
37 CFR 1 97 notes that information disclosure statements are considered in regard to the 
apphcTtion in which they are filed. See also MPEP 609, page 600-102, nght-hand column. 

Pa per coriaL Petitioner notes that the instant application is one of 90 bulk filing applications that 
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will be or have been fled h, 7^S P S"tV^^ 
to WWW^,^" ^^.^^g^tion, not be required to be 
X2£t Sffi S X ta"her P | is rented that three complete ~ 
o"»Pi« f e permitted to be filed as . substitute for filing m each apphcauon. 

Once past the initial IDS submission, the proposal is silent as to whether applicant wishes the 

waiver to apply to updates. 

In addition* subtnissi» ^f^^^^T^^L 

rf^bSng applications) would be updated, pursuant to the ume recrements of § 1 .97, 
each time the three sets of paper copies are updated. 

SusoeaaauifMott; In view of the use of the instant application as a holding f 

holding application. 

XflT8(a)(2) without formal notice thereof and no transition/continuing period after 
termination is required. 

37 CFR1 183 provides relief for extraordinary situations, when justice ^V">"*"[ "» 
store the duplicative se\s of copies. While there may be some negatrve effects from the Office 
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r ,■ „a. available to different examiners handling the various 

. , v «j„ i7 rra l 1 85 is aranted to the extent indicated and under the 
Accordingly, the petition under 37 CFR 1. 1 w is graraw 

terms and conditions as are set forth below, 
are complied with: 

1) ' Three paper copies of each IDS citation are or have been submitted to the Office; 
* Each (buknUng)apph«tion for 

> fhetSholdhg application, such as by a claim of priority under 35 U.S.C. 120, 
or as containing related technology; 

3) The information is or has also been cited in the holding application; 

Note- ADolicant is not required to cite in each bulk filing application every item of 
SSJffi. S Sthe instant holding H^*^ * ° 
each bulk filing application on the basis of relevancy and materiality to the 
paSar *£■ L the bulk filing application and what each piece of informal 

teaches. 

a waiver is not granted (for the requirement to supply a paper copy of an IDS 

nling application) where the citation is not, or has not 
been, made in the instant holding application. 

4) A copy of this Decision is filed in each bulk filing application for which waiver is 
" "requested; 



information. 
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5) Explanatory information related to ^ceXtted in 
pvnlamtion of a foreign language reference under § 1 .98(a)(2), once suormueo in 

awuSmufb/suppUed ta each buUc ffltas apphcation where the 

citation is made. 

« The Office acceots and specifically reserves the right to terminate the waiver grant 

6) E^T^^ ^ U*» °f -sons. * -ch -ent, a two month 
pen?d will be given where paper copies would have to be * » * be 
Locations where new citations are made. Should a termination of the waiver be 
f^X^^Omce will provide written notice 

.Mreu of record Termination by applicant may be by returning to compliance 
tmi S^Mr^ notice thereof and no transition/contmumg period 

after termination is required. 

7^ The erant of the § 1.183 petition re § 1 .98(a)(2) does not indicate that the Office 
} wtuld SoraSy Lt a petition to suspend action under §1.1 03(a should the 
uTant hoSg application be allowed. Issuance of the instant apphcatior .as a 
Sis not seen to terminate its usefulness either: (1 as a 
References by examiners working on other related applications,' or (2) « . . vehicle 
for the storage of references to be cited even after the patent issues 3 USX. 
301 37 CFR 1501 and MPEP 2202). Should the instant application become 
llnllw Hhe ssue^f continued introduction of paper copies of new citajons 
She ^^en up a that time. The Office, however, may consider suspending or 
S^g other appropriate action in the instant holding application m the event the 

. if '* is * *" best imerest ° f the ° xo 

8 There will be no waiver of any aspects of 37 CFR 1.98 in any application after 
allowance or final rejection of that application. 



Pflff TTT, Summ 

^ ■♦• a„ n tfr i 183 aereeine to supply three copies of each IDS citation in a holding 
SS^JS^^^SK c^requiremL for submission m every related 
SSw^^L « 1.98(1x2) is granted, however, the following is not agreed to. 

*The patent file can be kept in the Technology Center for easy reference or rathe: ^han 
rely upon^plSt either a reference set of paper copies (produced from the jto *ts of copies 
Jfbe subrrdtted) could be utilized, or the Office may decide to create Digests from the 
compendium. 
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the grant of a future petition under 37 CFR 1.103 for suspension from publication 
of the holding application should it be allowed. 

P ^rt TV , Further Corr espondence 

Further correspondence with respect to this matter should be Q( ,^,w c 
addressed to Michael L. Lewis, Legal Advisor, Office of Patent Legal Administration, as follows. 

By mail: Commissioner of Patents and Trademarks 

BoxDAC -■ " 

Washington, D.C. 20231 

By FAX: (703)308-6916 

Attn: Office of Patent Legal Administration 

By hand: Office of Patent Legal Administration 

Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 

Telephone inquiries specific to this matter should be directed to 
Mr. Lewis at (703) 306-5585. 



is being forwarded to the Technical Center for further action on the merits. 
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Direi 

0ffice\f Patent Legal- Administration 
Office of the DeputysAsflstant Commissioner 
for Patent Examination Policy 



